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REMARKS/ARGUMENTS 

Claims 1-24 are pending in the above-referenced matter. 

Claims 10 and 18 have been amended further define Applicant's invention. 

This is a response to the Office Action dated October 19, 2006 wherein the Examiner 
rejected claims 1, 3-5, and 8-21 under § 102(e) as being anticipated by Murashita (Pub NO. US 
2004/0049163); rejected claims 2, 6-7, 22, and 24 as being unpatentable over Murashita in view 
of Ferguson et al. (Pub. NO. 2002/0151850); and rejected claim 23 under § 103(a) as being 
unpatentable over Murashita in view of Woehr. 

In view of the amendments set forth above and the remarks that follow, reconsideration 
and a notice of allowance are respectfully requested. 

§102(e) Rejection of Claims 1, 3-5, and 8-21 by Murashita 

In rejecting claims 1, 3-5, and 8-21, the Examiner contends that "Murashita discloses a 
protective needle clip that comprises a first engaging arm, a connecting base, second engaging 
arm, connecting top, third engaging arm, with four angles between each arm, and openings 
through each of the corresponding arms (Figures 1-4) ([122-123])." For discussion purposes and 
in an attempt to label the features the Examiner alleged were shown, FIG. 1 of the Murashita 
reference has been reproduced below: 
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Preliminarily, for a reference to anticipate a claimed invention under § 102(e), it must 
adequately meet the terms of the claimed invention interpreted in light of the specification of the 
application. As set forth in the statute, the single prior art reference must disclose each and every 
element of the claim under consideration. Moreover, it cannot be rebuilt or reoriented by the 
utilization of Applicant's teachings in an attempt to create an anticipatory structure. 

Originally filed claim 1 recites as follows: 

1. A protective needle clip comprising a first engaging arm, a 
connecting base extending at a first angle from the first engaging arm, a second 
engaging arm extending at a second angle from the connecting base, a connecting 
top extending at a third angle from the second engaging arm, and a third engaging 
arm extending at a fourth angle from the connecting top; wherein each of the first, 
second, and third engaging arms comprises an opening, and wherein at least a 
portion of the third engaging arm is disposed in between the first engaging arm 
and the second engaging arm. 

Applicant submits that Murashita does not anticipate claim 1 by disclosing each and 
every element of the claimed protective needle clip. Among other things, claim 1 recites a 
protective clip "wherein at least a portion of the third engaging arm is disposed in between the 
first engaging arm and the second engaging arm". In Murashita, the second arm is located in 
between the first arm and the third arm, as reproduced above. 
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Even assuming that in Murashia the third arm is the middle arm (reproduced above in 
"()")» which is positioned between the first arm and the second arm, then Murshita failed to 
disclose a "connecting base extending at a first angle from the first engaging arm [and] a second 
engaging arm extending at a second angle from the connecting base". In other words, both the 
first arm and the second arm must be connected to the same base. Under this scenario, the 
Murashita clip shows a first arm connected to a base but a second arm connected to a top, which 
are not the same as the claimed protective needle clip of claim 1. 

Accordingly, because the Murashita reference failed to disclose all of the elements and 
limitations of claim 1, it failed to anticipate claim 1. 

Because claims 3-5 and 8-9 depend, either directly or indirectly from claim 1, they too 
are allowable over Murashita for at least the same reasons as claim 1. 

Independent claim 10 has been amended to recite a protective needle clip comprising a 
plurality of arms including an engaging arm comprising an opening extending from a connecting 
base and a pair of locking arms, one of which being removeably coupled to the connecting base, 
the engaging arm and the connecting base comprising a ready position, which is a position in 
which a needle comprising a needle tip passes through the opening of the engaging arm and 
biasing the connecting base and at least a portion the engaging arm radially inwardly relative to 
the needle, and an activated position, which is the position in which the needle tip moves 
proximal of the opening and the connecting base and the at least a portion of the engaging arm 
move radially outwardly away from the needle. 

Applicant submits that Murashita failed to anticipate amended claim 10 by disclosing 
each and every element of the claimed protective needle clip. Among other things, claim 10 
recites a protective needle clip comprising a plurality of arms including an engaging arm 
comprising an opening extending from a connecting base and a pair of locking arms, one of 
which being removeably coupled to the connecting base. In contrast, as reproduced above, the 
Murashita clip has as "S" shape configuration in which no part or portion of the clip couples to 
any other part of the clip. FIGs. 7-15 of the Murashita are similarly deficient in that none of the 
arms are shown removeably coupled to a connecting base. 
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Accordingly, because Murashita failed to disclose each and every element of the claimed 
protective needle clip, Murashita failed to anticipate claim 10. 

Because claims 11-17 depend, either directly or indirectly, from claim 10, they too are 
allowable over Murashita for at least the same reasons as claim 10. 

Independent claim 18 has been amended to recite: 

18. A method for shielding a needle tip of a hypodermic needle 
comprising: 

moving the hypodermic needle relative to a protective needle clip such 
that the protective needle clip moves from a proximal position on the needle to a 
distal position on the needle, the protective needle clip comprising a first 
engaging arm extending from a connecting base, a second engaging arm 
extending from said connecting base, a connecting top extending from the second 
engaging arm, and a third engaging arm extending from the connecting top and 
disposed between the first engaging arm and the second engaging arm; wherein 
the first, second, and third engaging arms each comprises an opening and wherein 
the hypodermic needle extends through the three openings; 

moving the needle tip of the hypodermic needle proximal of the opening 
of the first engaging arm; and 

allowing at least a portion of the first engaging arm to move radially 
outwardly away from the needle. 

Applicant submits that Murashita does not anticipate claim 18 by disclosing a clip that 
can be practiced in accordance with the method of claim 18. Among other things, claim 18 
recites a method for shielding a needle tip of a hypodermic needle comprising the step of moving 
a hypodermic needle relative to a protective needle clip such that a protective needle clip moves 
from a proximal position on the needle to a distal position on the needle, the protective needle 
clip comprising a first engaging arm extending from a connecting base, a second engaging arm 
extending from said connecting base, a connecting top extending from the second engaging arm, 
and a third engaging arm extending from the connecting top and disposed between the first 
engaging arm and the second engaging arm. As discussed above with reference to the allowance 
of claim 1, Murashita failed to disclose a clip having the particular arm arrangement between the 
first arm, the second arm, and the third arm. Accordingly, one cannot practice the method 
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recited in claim 18 if Murashita does not disclose a similar clip for which the method is to be 
applied. 

Because claims 19-21 depend, either directly or indirectly, from claim 18, they too are 
allowable for at least the same reasons as claim 18. 

§ 103(a) Re jection of Claims 2, 6-7, 22, and 24 by Murashita in view of Ferguson 

In rejecting claims 2, 6-7, and 24, the Examiner contends that Murashita discloses 
essentially as claimed and as discussed above except for an abutting anchor mechanism and a 
coiled portion. The Examiner then relied on Ferguson et al. to disclose the shortcomings. 

The Examiner alternatively contends that an anchoring mechanism and a coiled portion 
recited by the rejected claims do not solve any problem and therefore could be added to the 
Murashita reference. Applicant vehemently opposes this statement. Among other things, the 
Murashita clip operates in an "S" configuration in which none of the arms or components latch, 
couple, or grip another part. Thus, adding an anchoring mechanism for the sake of just adding it 
is absurd, not to mention costly and defeats the purpose of making an inexpensive throw away 
device. 

Nonetheless, because claims 2 and 6-7 depend from independent claim 1, and claims 22 
and 24 depend from claim 18 and because Ferguson does not make up for the deficiencies of 
Murashita (i.e., not relied on to disclose the shortcomings discussed above for claims 1 and 18), 
they too are allowable. 

§103(a) Rejection of Claim 23 by Murashita in view of Woehr 

In rejecting claim 23, the Examiner contends that Murashita discloses essentially as 
claimed and as discussed above except for an anchor that is made up of a bend and cut-out 
portion. The Examiner then relied on Woehr to disclose the shortcomings. 

Applicant does not acquiesce to the rejection. However, because Woehr does not make 
up for the shortcomings discussed above with reference to claim 18 and because claim 23 
depends from claim 18, the rejection is irrelevant. 
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In view of the remarks and amendments set forth above, the application is thought to be 
in condition for allowance and early notice thereof is respectfully solicited. Should the Examiner 
finds it necessary to speak with Applicant's attorney, he is invited to speak with the undersigned 
at the telephone number identified below. 



Respectfully submitted, 

CHRISTIE, PARKER & HALE, LLP 



By 




Tom H. Dao 
Reg. No. 44,641 
626/795-9900 



THD/blb 
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